The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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PAK, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal under 35 U S.C. § 134
fromthe examner’s refusal to allow clains 1 through 4 and
18, which are all of the clainms pending in the above-
identified application.

APPEALED SUBJECT MATTER

Appel l ant states that “[t]he clains all stand or fal
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together.” See Brief, page 3. However, appellant also

provi des
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substantive argunments for the separate patentability of the
subject matter recited in clains 4 and 18 in response to the
exam ner’s separate rejections of the sane. Conpare Answer
pages 3-5, with Brief, page 8 and Reply Brief, page 6. Under
these circunstances, we interpret appellant’s above statenent
to mean that the clains in each rejection stand or fal
together. Therefore, for purposes of this appeal, we wll
consider the propriety of the examner’s rejections of clains
1, 4, and 18 consistent with 37 CFR 8 1.192(c)(7)(1997).
Clains 1, 4, and 18 are reproduced bel ow.

1. An electrical insulating material in sheet or tape
form said material having a woven fiberglass cloth
conponent and a heat - bondabl e conponent consi sting
essentially of a thernoplastic resin, said resin having a
nmelting point of |ess than about 525 degrees F, and said
resin being bonded to the fiberglass strands and bei ng
present in anounts operable to bond overl appi ng knuckl es
of the woven fiberglass together, and to prevent
significant fraying of cut edges of said sheet or tape,
and to forma reneltable and resolidifiable bondable

t hernopl astic surface on the cloth.

4. The insulating material of Claim3 further conprising
a surfactant saturating the cloth conponent fiberglass
strands to enhance the bond between the resin and the

fi berglass strands.

18. An electrical insulating material in sheet or tape
form said material having a woven cl oth conponent which
i ncludes fiberglass strands, and a bondabl e conponent
consi sting essentially of polyethylene terephthal ate
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gl ycol thernoplastic resin, said resin being bonded to
the fiberglass strands and being present in anmounts
operabl e to bond overl appi ng knuckl es of the woven
fiberglass together, and to prevent significant fraying
of cut edges of said sheet or tape, and to forma

renel tabl e and resolidifiable bondabl e thernoplastic
surface on the cloth.

PRI OR ART
In support of her rejections, the exam ner relies on the

followi ng prior art references®:

Pedl ow 4,018, 962 Apr. 19,
1977
Wade, Jr. et al. (Wade) 4,761, 520 Aug. 2,
1988
Mater et al. (Mater) 5,118, 558 Jun. 2,
1992
Yoshim et al. (Yoshim?) 63- 7602 Jan. 13, 1988

(publi shed Japanese Kokai Patent Application)
REJECTI ON

The appeal ed clains stand rejected as foll ows:?

! Qur reference to the published Kokai Japanese
application is to the correspondi ng English translation of
record.

2 The exam ner refers to it as “Ni hon Radiator” at page 2
of the Answer.

® The exam ner has withdrawn 8 112 rejections set forth in
the final Ofice action dated March 3, 1994 (Paper No. 6) and
the first Suppl emental Exam ner’s Answer dated August 8, 1996
(Paper No. 16), respectively. See page 2 of the Answer dated
Sept enber 18, 1995 (Paper No. 13) and page 1 of the second
Suppl ement al Exami ner’s Answer dated July 8, 1997 (Paper No.
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1) Clainms 1 through 3 under 35 U.S.C. § 102(b) as
anticipated by or, in the alternative, 35 U S.C. § 103 as
unpat ent abl e over the disclosure of Pedl ow,

2) Claim4 under 35 U.S.C. 8§ 103 as unpatentabl e over
t he disclosure of Pedl ow,

3) Claim 18 under 35 U.S.C. 8§ 103 as unpatentabl e over
t he conbi ned di scl osures of Pedl ow and Mater;

4) Claims 1 through 4 under 35 U. S.C. § 103 as
unpat ent abl e over the disclosure of Wade;

5) Claim 18 under 35 U.S.C. §8 103 as unpatentabl e over
t he conbi ned di sclosures of Wade and Mater;

6) Claims 1 and 3 under 35 U.S.C. § 102(b) as
anticipated by or, in the alternative, 35 U S.C. § 103 as
unpat ent abl e over the disclosure of Yoshim; and

7) Clainms 4 and 18 under 35 U.S.C. § 103 as
unpat ent abl e over the disclosure of Yoshim.

OPI NI ON

We have carefully reviewed the clains, specification, and

18). The exam ner has also withdrawn the 8 102 rejection of
claims 1 and 3 as anticipated by Yoshim newly set forth in
the Answer. See page 2 of the first Supplenental Exam ner’s
Answer .
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applied prior art, including all of the argunments advanced by
both the exam ner and appellant in support of their respective
positions. As a result of this review, we affirmonly the
foll om ng exam ner’s rejections:

1) The rejection of clains 1 through 3 under § 102(b) as
anticipated by, or in the alternative under 35 U S.C. § 103 as
unpat ent abl e over, the disclosure of Pedl ow, and

2) The rejection of clains 1, 3, and 4 under 35 U S.C. §
103 as unpatentabl e over the disclosure of Yoshim . CQur
reasons for this determ nation follow

REJECTI ON BASED ON PEDLOW

As evi dence of obviousness of the subject matter defined
by clainms 1 through 3 under 35 U S.C. 8§ 103, the exam ner
relies on the disclosure of Pedl ow. Appellant acknow edges
(Brief, page 5) that:

The Pedl ow tape includes a fabric base sheet 102 which
may be woven glass (Col. 6, line 26). This woven gl ass
sheet 102 has a resinous base flexible coating 104
applied thereto. The resinous base coating is a

t hernopl astic which may be fluid at anbi ent tenperatures
(Col. 2, lines 67-68); or it may be solid at anbient
tenperatures and plasticized to nelt at tenperatures

bel ow about 300 degrees C (Col[.] 3, lines 1-2). The

t her mopl astic coating has incorporated therein a high
nelting point fiber substance. The thernoplastic coating
al so has incorporated therein intunmescing or heat

6



Appeal No. 1998-0215
Application No. 08/052,671

f oamabl e subst ances, which, upon heat activation, under

hi gh tenperature such as fire, or arcing conditions, tend
to flane and fire-proof the insulating tape (Col[.] 2,
lines 43-55). Wen the tape is exposed to tenperatures
above about 350 degrees C., a foany charred residue of
the thernoplastic resin results (Col. 2, lines 57-58).

However, appellant argues that the phrase “a heat-
bondabl e conponent consisting essentially of a thernoplastic

resin” recited in claim1l precludes the presence of the high

mel ting
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fi ber and intumesci ng substances descri bed in Pedl ow. See,
e.g., Brief, page 5 and Reply Brief, page 2. However, we are
not persuaded by this argunent.

We note that this phrase only limts the clainmed heat-
bondabl e conponent to a thernoplastic resin and ot her
substances that do not materially affect the basic and novel
characteristics of the clainmed invention.* See In re
Janaki rama- Rao, 317 F.2d 951, 954, 137 USPQ 893, 896 (CCPA
1963). The clained electrical insulation material itself,
however, does not exclude those additional substances which
affect its basic and novel characteristics. 1In re Herz, 537
F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976)(“It is
axiomatic that clainms are given their broadest reasonable
construction consistent with the specification. [Citation
omtted.] This conplenments the statutory requirenent for
particularity and distinctness (35 U . S.C. [8] 112, second

par agraph), so that an applicant who has not clearly limted

41t appears that appellant erroneously states that the
phrase “consisting essentially of” precludes those materials
which materially affect the basic and novel characteristics of
the invention described in the prior art, i.e., Pedlow See
Brief, page 5.
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his clainms is in a weak position to assert a
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narrow construction.”) The transitional phrase “consisting
essentially of” is not used in the context of the clained

electrical insulation materi al .

As pointed out by appellant (e.g., Brief, page 5 and
Reply Brief, page 2), Pedlow describes an electrical
i nsulation material which includes, inter alia, high nelting
poi nt fiber and intunescing substances. However, these
subst ances are not enpl oyed as heat-bondabl e conponents. See
al so Reply Brief, page 2. Rather, Pedl ow uses thernoplastic
resins as heat-bondabl e conponents (conponent bondable to
woven gl ass upon heating). See colum 6. Thus, we do not
agree with appellant that the phrase in question precludes the
presence of the high nelting point fiber and intunescing
subst ances described i n Pedl ow.

Even if we were to interpret the phrase in question as
limting the resulting thernoplastic coating (not the clained
heat - bondabl e conponent) as consisting essentially of a
t hernopl astic resin, our conclusion would not be altered. In
this regard, it is inportant to note that appellant has the

burden of showi ng that the high nelting point fiber and
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i ntumesci ng substances described in Pedl ow materially affect
t he basic and novel characteristics of the clained invention.
In re De Lajarte, 337 F.2d 870, 874, 143 USPQ 256, 258 (CCPA
1964). However, appellant has not proffered any objective
evi dence showi ng that the presence of these substances
materially affects the electrical insulation property of the
claimed electrical insulation materials. See Brief and Reply
Brief in their entirety. The fact that these substances can
i nprove the fireproofing and non-flow properties of the
claimed electrical insulation material does not support
appel lant’s contention that they materially affect the clained
el ectrical insulation material. See, e.g., Herz, 537 F.2d at
551-52, 190 USPQ at 463.

Appel | ant argues that “the Pedl ow reference does not
suggest the use of a thernoplastic resin that is reneltable

and resolidifiable to forma bondabl e surface on the

fi berglass conponent of the fireproofing tape.” See, e.g.,
Brief, page 5. In support of this argunent, appellant refers
to colum 2, lines 55-60, of Pedlow, which relates the

property of the insulation tape conposition under the high
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arcing or applied fire tenperature above about 350°C. This
position, however, is wthout nerit.

W find that Pedl ow states (colum 2, lines 19-35 and 55-
60) that:

One primary difficulty of ordinary insulating tape
having a | ow nelting resin base, such as polyvinyl
chl oride plastisol, nobst conveniently used, and even
other low nelting thernoplastics is that the resin nelts
and fl ows away under the applied heat, and will not
therefore, protectively insulate the site where it is
needed. The present fireproofing tape, while using an
easy flowi ng and easily applied thernoplastic resinous
conmposition, includes a heat resistant fiber distributed
therein which both inhibits the resin fromflow ng away
fromthe site of high heat, but also includes
fireproofing and intunmesci ng substances whi ch foam and
rel ease fireproofing vapors, so that both serve to
restrain the conposition fromflow ng under heat. Under
the flamng or arcing heat it chars to a heat insulating
coating fixed protectively about the | ead cable usually
to be protected.

oo The insul ating tape conposition is
converted at the high arcing or applied fire tenperatures
above about 350°C to a foany charred residue of the
t hernopl astic resin, which remains as a protective
charred and foany thick insulating coating upon the
cabl e.

The above-nentioned |ow nelting thernoplastics include
pol yet hyl ene, pol ypropyl ene, and pol yvinyl chloride. Conpare

appel lant’s preferred pol ypropylene resinin claim3 wth
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Pedl ow, colum 1, lines 59-64. These thernoplastics, even
after being honogeneously mxed with heat stabilizers, are
soft at a tenperature of 150°C to 300°C. See Pedl ow, colum 6,
lines 39-60. To firmy bond the thernoplastics to the
fiberglass cloth, thernoplastics are heated at a tenperature

of thernoplasticity. See colum 7, |ines 1-10.

13
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G ven the above teachings, it is reasonable to concl ude
that the clainmed “renmeltabl e and resolidifiable bondable
t hernopl astic surface on the cloth” enbraces Pedl ow s
thernopl astic resin having at |east one surface thermally
bonded to a fiberglass cloth. Although Pedl ow s flowabl e
t hernopl astic resin can be converted to a foany charred
residue at a tenperature above
662°F (350°C), there is anple evidence that it is “reneltable
and resolidifiable” at a tenperature between 150 and 300°C as
i ndi cat ed supra.

Appel | ant argues that “the Pedl ow reference provides
absol utely no suggestion that [its] thernoplastic resin nust
be present in amobunts operable to bond overlappi ng knuckl es of
the woven fiberglass [cloth] . . . . 7 See Brief, page 5.
However, as is apparent fromPedlow s Figure 1, Pedlow s
t hernopl astic coating fully envel ops and bonds the entire
upper surface of a woven fiberglass cloth. Thus, we agree
with the exam ner that Pedl ow necessarily enpl oys a
thernoplastic resin in the clainmed anmounts, i.e., anmounts
sufficient to cover the entire surface, including knuckles, of
the clai med woven fibergl ass cl oth.

14
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Even if we agreed with appellant that Pedl ow does not
necessarily enploy the thernoplastic resin in the clained
amounts, it would have been at |east obvious to one of
ordinary skill in the art to enploy the thernoplastic resin in
sufficient anbunts to overlap and bond the entire surface of a
woven fiberglass cloth and to prevent significant fraying of
cut edges. The suggestion can be derived fromthe readily
recogni zabl e and observabl e probl ens associated with
significant fraying of cut edges and insufficient bonding.
Moreover, to use the thernoplastic resin as the primry
el ectrical insulation material as taught by Pedl ow, one of
ordinary skill in the art would have been led to use the
thernoplastic in amounts sufficient to cover the entire
surface of a woven fiberglass cloth in a sufficient thickness
for bonding and preventing fraying of cut edges.

In view of the foregoing, we concur with the exam ner
that the clainmed subject matter as a whole is anticipated by,
or in the alternative would have been obvi ous over, the
di scl osure of Pedl ow. Hence, we affirmthe exam ner’s
decision rejecting clainms 1 through 3 under 35 U S.C. §8 102 as
anticipated by, or in the alternative under 35 U.S.C. § 103 as

15
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unpat ent abl e over, the disclosure of Pedl ow.

However, the examner’s 8 103 rejection of claim4 as
unpat ent abl e over the disclosure of Pedl ow stands on a
different footing. As acknow edged by the exam ner (Answer,

page 3),

16
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Pedl ow does not teach using a surfactant on the cloth prior to
applying a thernoplastic coating. The exam ner, however,

asserts (1d.) that:

Such a nodi fication woul d have been suggested

by the reasoned notivation that such a materi al

woul d provide good wetting of the cloth by the

resin and forma nore stable | am nate.
This assertion is not supported by any objective evidence
relied upon by the exam ner. Under these circunstances, we
are constrained to reverse the examner’s 8§ 103 rejection of
claim4 as unpatentable over the disclosure of Pedl ow

REJECTI ON BASED ON PEDLOW AND MATER

As evi dence of obviousness of the subject matter defined
by claim 18 under 35 U.S.C. § 103, the examner relies on the
conbi ned teachi ngs of Pedl ow and Mater. See Answer, page 3.

The exam ner recogni zes that Pedl ow does not teach using PETG
as a thernoplastic insulation material. 1d.

To renmedy this deficiency, the exam ner relies on the
di scl osure of Mater. See Answer, pages 3 and 4. However,
Mat er does not indicate that PETG is useful as an electrica
insulation material. See Mater in its entirety. Since, on

this record, the exam ner has not denpnstrated that PETG i s
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useful as an electrical insulation material, we find no
suggestion to enploy PETGin the thernoplastic coating of the
el ectrical insulation material of the type described in
Pedl ow. Accordingly, we reverse this 8 103 rejection as well.
REJECTI ON BASED ON WADE ALONE OR I N COMVBI NATI ON W TH MATER
W reverse the examner’s 8 103 rejection of clains
1 through 4 as unpatentable over the disclosure of Wade for at
| east one reason expressed by appellant at page 10 of the
Brief. W find that Wade descri bes wappi ng woven gl ass
fibers in tape formwith a nmulti-layer polyester tape
material. See colum 2, lines 42-54. To properly fuse the
pol yester tape material to the woven glass fibers, however,
t he anorphous | ayer of the polyester facing the glass fibers
is converted to crystalline. See colum 3, |ines 17-25.
According to appellant (Brief, page 10), the crystalline
| ayer of the polyester tape bonded to the woven gl ass fibers
“Wll not renelt and resolidify . . . 7 as required by the
claims on appeal. The exam ner has not disputed this
assertion. See Answer, page 7. Thus, we are constrained to
agree with appellant that the exam ner has not established a
prima facie case of obviousness within the neaning of 35

18
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U S C § 103.
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W al so reverse the examiner’s 8 103 rejection of claim
18 as unpatentabl e over the conbined di scl osures of Wade and
Mater for the reasons indicated above.

REJECTI ON BASED ON YOSHI M

As evi dence of obviousness of the subject matter defined
by clains 1 and 3 under 35 U.S.C. 8 103, the examner relies
on the disclosure of Yoshim. W find that Yoshim discloses
a disk type insulating material for conductive flat coils.

See pages

2 and 3. W find that the disk-type insulating material is
formed by inpregnating either one or both sides of a glass

fi ber woven fabric with a heat resistant thernoplastic resin
filmby thernoconpressi on bonding. See pages 2 and 7. The
heat resistant thernoplastic resin includes, inter alia,
aromati c pol yester, polyphenyl ene sulfide, and pol yether

sul fone. See page 5. W find that appell ant acknow edges
that the nelting points of polyphenyl ene sulfide and pol yet her
sul fone are 527°F and 509°F, respectively, which are either
close to or within the clained nelting point requirenent. See

Reply Brief, page 5, together with claiml1l. W also find that
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appel | ant does not argue that Yoshim does not teach or
suggest using the heat-resistant thernoplastic resin in the

cl ai med anounts (anounts sufficient to “bond overl appi ng
knuckl es of the woven fiberglass together, and to prevent
significant fraying of cut edges of said sheet or tape .

") See Brief and Reply Brief in their entirety. W find that
appel | ant does not argue that the heat-resistant thernoplastic
resin surface bonded to the glass fiber woven fabric is not
“reneltable [or] resolidifiable”. Id.

G ven the above circunstances, we agree with the exam ner
that Yoshim would have at | east rendered the subject matter
of clains 1 and 3 obvious to one of ordinary skill in the art
within the neaning of 35 U . S.C. § 103. Hence, we affirmthe
examner’s 8 103 rejection of clains 1 and 3 as unpatentabl e
over the disclosure of Yoshim.

Wth respect to claim4, we find that Yoshim teaches a
silane coupling agent, such as N, N-bi s($-hydroxyethyl)- (-
am nopropyl triethoxysilane, is mxed into the heat resistant
thernoplastic resin to i nprove adhesi on between the heat

resistant thernoplastic resin filmand the glass fiber woven
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fabric. See page 5. The examiner inplies that this sil ane
coupl ing agent corresponds to the clainmed surfactant (silane).
See Answer, page 5. Relying on this inplication, the exam ner

concludes (1d.) that:
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The reference does suggest inclusion of a surfactant

in the resin, and as such woul d have suggest ed

to the skilled artisan that the cloth [woul d] be

sat ur at ed.

Appel | ant does not dispute the above finding and
conclusion set forth by the examner. See Reply Brief, page
6. Appellant only argues that the claimed nelting point
limtation is not taught by Yoshim . |[|d. However, as
I ndi cated supra, we find that Yoshim teaches at |east one
heat -resi stant thernoplastic resin having the clainmed nelting
point. Accordingly, we affirmthe examner’s § 103 rejection
of claim4 as unpatentable over the disclosure of Yoshim.

Wth respect to claim 18, the exam ner takes the position
(Answer, page 5) that

the use of any known thernopl astic of the type

suggested by the reference, including PETG

woul d have been obvious to the skilled artisan as the

use of known, comrercially avail able naterials of

the type suggested by the reference.

As argued by appellant (Reply Brief, page 6), we find no
teachi ng or suggestion that polyethyl ene terephthal ate glyco
(PETG is useful for the purpose nentioned in Yoshim. Thus,

we agree with appellant that the exam ner has not established

a prima facie case of obviousness regardi ng the cl ai ned

23



Appeal No. 1998-0215
Application No. 08/052,671

subject matter, for there is no suggestion to enploy PETG as
the heat resistant thernoplastic of Yoshim’'s device.
Accordingly, we reverse the examner’s 8 103 rejection of
claim 18 as unpatentabl e over the disclosure of Yoshim.

As a final point, we note that Yoshim teaches that its
heat -resi stant thernoplastic resin filmcan be adhered to one
side of the woven fiberglass fabric. See page 2. Thus, in
the event of further prosecution, the exam ner is advised to
include claim2 in her 8 103 rejection based on Yoshim.

W al so note that Kirk-OQ hner Encycl opedia of Chem ca
Technol ogy, Vol. 13 (39 ed., John Wley & Sons 1981), a copy
of which is attached herewi th, describes “reneltable and
resolidifiable” thernoplastic resins, such as polyester and
epoxy resins, inpregnated on a reinforcing web consisting of
fi berglass. See pages 558-59. Thus, in the event of further
prosecution, the examner is also advised to review this
literature and determ ne whether it affects the patentability
of the clainmed subject matter.

In sunmary,

(1) the 88 102 or 103 rejection of clainms 1 through 3
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over the disclosure of Pedlowis affirned;

(2) the 8 103 rejection of claim4 over the disclosure of
Pedl ow i s reversed,

(3) the 8 103 rejection of claim 18 over the conbi ned
di scl osures of Pedl ow and Mater is reversed;

(4) the 8 103 rejection of clains 1 through 4 over the
di scl osure of Wade is reversed,;

(5) the 8 103 rejection of claim 18 over the conbi ned
di scl osures of Wade and Mater is reversed;

(6) the 8 103 rejection of clains 1, 3, and 4 over the
di scl osure of Yoshim is affirnmed; and

(7) the 8 103 rejection of claim 18 over the disclosure

of Yoshim is reversed.
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Accordi ngly, the decision of the examner is affirned-in-
part.
No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
CHUNG K. PAK )
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)
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) BOARD OF PATENT
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